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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 05 January 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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1 .Kl Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Withdrawal of Objections 

1. Based upon the submitted amendments, examiner withdraws objections from the prior 
office action (July 8 th , 2003) to the Title of Invention. 

Withdrawal of Claims 

2. Examiner acknowledges the withdrawal of Claims 2 and 12. They have been removed 
from consideration. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-20 have been considered but are moot in 
view of the new ground(s) of rejection. 



1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



Claim Rejections - 35 USC § 112 



2. Claims 1-20,26 rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter that was not described 
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in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Independent claims 1,8,1 1,18-20,26 all refer to obtaining time information as to the last 
time that "talk" with another person was established, for use in applicant's invention (this is 
further specified in applicant's arguments page 12 section I. Paragraph 1). The specification 
refers to a "last communication time of day" between the user and intended recipient that is 
updated by a "last access time of day". The specification page 17 describes that the "last access 
time of day" is updated whenever a user obtains a connection with a recipient's phone number, 
then terminates the call (Specification page 17 line 1 to Page 18 linelO). Applicant's 
specification provides no means to determine if actual "talk" has occurred between the two 
parties. For example, if one of the two parties immediately hangs up the phone without talking, 
or if the called party has an answering machine that 'picks up' the phone line and records a 
message, the applicant's invention (as per the specification) will still record the termination of 
the phone call as the "last access" or "last communication" time of day. There is no way to 
differentiate whether actual talk with a person was established. As such, Claims 1-20,26 are 
rejected. 

Claim Rejections - 35 USC §102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 




• 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



4. Claims 21,22,25 rejected under 35 U.S.C. 102(e) as being anticipated by Shaffer et al. 
(6477374). 

a. Claim 21 : Shaffer discloses a communication system with a special 'enhanced 
call back' feature that comprises an alert function (method) comprising: 



via the window 1250a of Figure 13D. In addition, Shaffer's method includes 
producing the alert 6 a predetermined amount of time after the caller hung up 
initially' (Col 16 lines 15 to 38). This method inherently implies that the last 
communication time (the time the call to the person was terminated) is stored in 
the phonebook database for the purpose of being able to provide the correct 
callback alerts with the correct entries stored in the database, 
ii. Since the method comprises alerting a user "a predetermined time after the 
caller hung up" (Col 16 lines 30-65), it must use the previously stored time data to 
make the determination as to when the call-back alert should be made. 
Hi. When the predetermined time interval has elapsed without 
communication, the user is alerted (Col 16 lines 25-38). 

b. Claim 22: In Shaffer's system, the last communication time could be the same as 
the initial communication time (the time at which the reminder is initially set). The call- 
back feature sends an alert to the user a predetermined time after the initial call has ended 



i. 



The name and other comments may be entered into a phonebook database 



Application/Control Number: 09/669,847 Page 5 

Art Unit: 2643 

(Col 16 lines 27-38). In the case where the predetermined time is 0 seconds or some 
other short amount of time (less than the amount of time it takes to complete and 
terminate an additional phone connection between the two parties), then the last 
communication time will be the initial communication time. This is a viable alternative 
for Shaffer's system in the case where a busy user may need to contact multiple people as 
soon as possible but is not able to get in contact with one particular person the first time 
they are called. In the case where the predetermined time is zero a reminder window will 
immediately pop-up so that the busy user is instantly reminded to try and contact the 
person again. In this manner, contact with the particular person is not forgotten amid 
contacting the remaining people that must be contacted asap. 
c. Claim 25: Shaffer discloses a telecommunication system (which inherently 
comprises a telephone apparatus for the purpose of communicating with the network) 
with a special 'enhanced call back' feature that comprises: 

i. The name and other comments may be entered into a phonebook database 
via the window 1250a of Figure 13D. In addition, Shaffer's method includes 
producing the alert 'a predetermined amount of time after the caller hung up 
initially' (Col 16 lines 15 to 38). This method inherently implies that the last 
communication time (the time the call to the person was terminated) is stored in 
the phonebook database for the purpose of being able to provide the correct 
callback alerts with the correct entries stored in the database. 
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ii. Since the apparatus comprises alerting a user "a predetermined time after 
the caller hung up" (Col 16 lines 30-65), it must use the previously stored time 
data to make the determination as to when the call-back alert should be made. 

iii. When the predetermined time interval has elapsed without 
communication, the user is alerted (Col 16 lines 25-38). 



Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 23,24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al 
(6477374) and further in view of Groff (4405839). 

a. Claim 23: Shaffer discloses a communication system with a special 'enhanced 

call back' feature that comprises an alert function comprising: 

i. The name and other comments may be entered into a phonebook database 
via the window 1250a of Figure 13D. In addition, Shaffer's method includes 
producing the alert 'a predetermined amount of time after the caller hung up 
initially' (Col 16 lines 15 to 38). This method inherently implies that the last 
communication time (the time the call to the person was terminated) is stored in 
the phonebook database for the purpose of being able to provide the correct 
callback alerts with the correct entries stored in the database. 
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ii. Since the method comprises alerting a user "a predetermined time after the 
caller hung up" (Col 16 lines 30-65), it must use the previously stored time data to 
make the determination as to when the call-back alert should be made. 

iii. When the predetermined time interval has elapsed without 
communication, the user is alerted (Col 16 lines 25-38). 

However, Shaffer fails to teach an alert inhibition controller that: 

iv. Stores an alert-inhibition time period in which alert is inhibited (Col 2, 
lines 21-30). 

v. After the time interval has elapsed, the system alerts the caller (or user) if 
the time of day falls out of the alert-inhibition time period, and the caller (or user) 
may try another phone call 

vi. Inhibits an alert if it falls into the alert-inhibition period (Col 1 lines 50- 



Groff teaches that a telephone subscriber desires to selectively silence the ringer 
of his telephone (communications device) when he doesn't want to be disturbed. Based 
on this information, it would have been obvious to one of ordinary skill in the art at the 
time of this application to implement an alert inhibition controller (that stores an 
inhibition time and implements the inhibition time) within Shaffer's communication 
system so that the user could silence or inhibit the alerting feature without having to 



55). 
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disable the entire communications device (and risk forgetting to re-enable the 
communications device) (Col 1, lines 11-43). 

b. Claim 24: In Shaffer's system, the last communication time could be the same as 
the initial communication time (the time at which the reminder is initially set). The call- 
back feature sends an alert to the user a predetermined time after the initial call has ended 
(Col 16 lines 27-38). In the case where the predetermined time is 0 seconds or some 
other short amount of time (less than the amount of time it takes to complete and 
terminate an additional phone connection between the two parties), then the last 
communication time will be the initial communication time. This is a viable alternative 
for Shaffer's system in the case where a busy user may need to contact multiple people as 
soon as possible but is not able to get in contact with one particular person the first time 
they are called. In the case where the predetermined time is zero a reminder window will 
immediately pop-up so that the busy user is instantly reminded to try and contact the 
person again. In this manner, contact with the particular person is not forgotten amid 
contacting the remaining people that must be contacted asap. 

3. Claims 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al 

(6477374) and further in view of Groff (4405839). 

a. Claim 27: Shaffer discloses a telecommunication system (which inherently 
comprises a telephone apparatus for the purpose of communicating with the network) 
with a special 'enhanced call back' feature that comprises: 
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L The name and other comments may be entered into a phonebook database 
via the window 1250a of Figure 13D. In addition, Shaffer's method includes 
producing the alert 'a predetermined amount of time after the caller hung up 
initially' (Col 16 lines 15 to 38). This method inherently implies that the last 
communication time (the time the call to the person was terminated) is stored in 
the phonebook database for the purpose of being able to provide the correct 
callback alerts with the correct entries stored in the database. 

ii. Since the apparatus comprises alerting a user "a predetermined time after 
the caller hung up" (Col 16 lines 30-65), a controller must use the previously 
stored time data to make the determination as to when the call-back alert should 
be made. 

iii. When the predetermined time interval has elapsed without 
communication, the user is alerted (Col 16 lines 25-38). 

However, Shaffer fails to teach an alert inhibition function comprising: 

iv. An alert-inhibition timetable in which alert is inhibited. 

v. After the time interval has elapsed, the system alerts the caller (or user) if 
the time of day falls out of the alert-inhibition time period, and the caller (or user) 
may try another phone call 

vi. The controller inhibits an alert if it falls into the alert-inhibition period 
(Col 1 lines 50-55). 
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Groff teaches that a telephone subscriber desires to selectively silence the ringer 
of his telephone (communications device) when he doesn't want to be disturbed. Based 
on this information, it would have been obvious to one of ordinary skill in the art at the 
time of this application to implement an alert inhibition controller (that stores an 
inhibition time and implements the inhibition time) within Shaffer's communication 
system so that the user could silence or inhibit the alerting feature without having to 
disable the entire communications device (and risk forgetting to re-enable the 
communications device) (Col 1, lines 11-43). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alexander Jamal whose telephone number is 703-305-3433. The 
examiner can normally be reached on M-F 8AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis A Kuntz can be reached on 703-305-4708. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9306 for regular 
communications and 703-872-9315 for After Final communications. 
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